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— The MAILING DATE of this communicatton appears on the obver sheet bmeath the correspondence address — 
Period for Reply 

A SHOFUENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE "^3 ~ MONTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 

- Extenskns of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- if NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from ti^ mailing date of this communication. 

- FallunB to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Offkse later than three nnonths after the 
term adjustment See 37 CH^ 1 .704(b). 

Status 

□ Responsive to communication(s) filed on ■ 

□ This action is HNAL. 

□ Since this application is in condition for allowance except for fonnal matters, proseciition as to the. merits is closed in 
accordance with the practice under Br parte (kiayle, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

[B^aim(s) ^ ^ ^ is/are pending in the application. 

Of the atx>ve frMim(?f) is/are withdrawn from consideration. 

□ Claim(s) — ■■ is/aie allowed. 

C5Knaim(s) ^ " / 4 is/are rejected. 

□ Clalm(s)^ is/are objected to. 

□ Claim(s)^ . are subject to restriction or election 

requirement 

Application Papers 

□ The proposed drawing comection, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner 

□ The specification is objected to by the Examiner, 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119 (sHcD- 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

. □ Certified copies of the priority documents have been received in Application No. 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (POT Rule 1 7.2(£0) 
^Certified copies not received: . - 



Attacliment(s) 

Q^omnation Disclosure Statement(s), PTO-1449, Paper No(s). ^ □ Intennew Summary, PTOSIS 

[yfiotice of R6fefence(s) Cited, PT(>-892 □ Notice of infbmial Patent Application, PTO-1 52 

a Notice of Draftsperson's Patent Drawing Review, PTO-943 □ Other 

Office Action Summary 
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1. The use of the trademark NEOCRYL CX-100 set forth in 
the specification at page 15, bottom paragraph and Table 6 has 
been noted in this application. It should be capitalized 
wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be 
respected and every effort made to prevent their use in any 
manner which might adversely affect their validity as trademarks. 

2. The following is a quotation of the second paragraph of 
35 U.S.C. § 112: 

The specification shall conclude with one or more 
claims particularly pointing out and distinctly 
claiming the subject matter which the applicants regard 
as their invention, 

3. Claims 1-16 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
regard as the invention. More particularly, the Examiner notes 
that the independent claims (as well as the Abstract) recite 
ranges of proportions that are set forth in weight percent, which 
is clearly proper, and also just "parts", which is believed to be 
unduly vague, indefinite, and confusing. 

4. The following is a quotation of the first paragraph of 
35 U.S.C. § 112: 
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The specification shall contain a written description 
of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying 
out his invention. 

5. Claims 1-|9 and 12-16 are rejected under 35 U.S.C. § 
112, first paragraph, as based on a disclosure which is not 
enabling. More particularly, the peel adhesion properties set 
forth in dependent claim 10 appear to define an essential element 
of the invention and as such are critical or essential to the 
practice of the invention, but not included in the claim (s) is 
not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 
188 USPQ 356 (CCPA 1976) . Note also the paragraph bridging pages 
4 and 5 of the specification 

6. The following is a quotation of 35 U.S. C. § 103(a) 

which forms the basis for all obviousness rejections set forth in 

this Office action: 

(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made. 

7. Claims 1-16 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Ishiwata et al. -473 (Ishiwata et al. 
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-242 is cumulative) ♦ The reference discloses (note particularly 

the Abstract, column 6 lines 14-32, column 7 line 42 - column 8 

line 7, column 8 lines 42-44) in certain embodiments 

substantially an anticipation of at least applicants' broad 

composition and coated sheet claims except for the presence of a 

thermally stable free radical initiator operating at the claimed 

specified temperature range. However, note that the reference 

teaches radiation curable adhesive tapes and that 

photopolymerization initiators are taught; also, it is strongly 

believed that such free radical initiators as claimed by 

applicants are well known to one of ordinary skill in the art. 

Note also that column 8 lines 1-3 teach the preferred range of 

the urethane acrylate compound mixed with the acrylic adhesive. 
Me. 

Finally, ^remaining parameters that are not either expressly or 

inherently disclosed such as the particular peel adhesion 

properties set forth in claims 10 and 11 are believed to be 

obvious optimization modifications using commercially available 

compositions to one of ordinary skill, in the absence of 

unexpected results. 

8. The non-statutory double patenting rejection, whether 
of the obvious-type or non-obvious- type, is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ 2d 
2010 (Fed. Cir. 1993) . 
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A timely filed terminal disclaimer in compliance with 
37 CFR 1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non- statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or 
agent of record may sign a Terminal Disclaimer. A Terminal 
Disclaimer signed by the assignee must fully comply with 37 CFR 
3.73 (b) . 

9. Claims 1-16 are rejected under the judicially created 
doctrine of obviousness -type double patenting as being 
unpatentable over claims 1-20 of U.S. Patent No. 6,472, 065B1. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the presence of a 
thermally stable free radical initiator is believed to be well 
within the ordinary skill of the art, in the absence of 
unexpected results. 

10. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Note also Amagi 
et al. and Ulrich. 

11. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
Zirker whose telephone number is (703) 308-0031. The examiner 
can normally be reached on Monday -Thursday from 8:30 A.M. to 6:00 
P.M. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Terrel Morris, can be 
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reached on (703) 308-2414. The fax phone number for this Group 
is (703) 872-9310. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0661. 



Dz irker • cdc DANIEL ZIRKER 

Dz irJcer . cac ^^^^^ EXAMINER 

May 15, 2003 ^^^^^^70 0 



